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JUDGMENT

AMIT MAHAJAN, J

1. The appellant(s), M/s. Suman International, has filed the present
appeal being aggrieved by the order dated 28.10.2021, (hereafter
‘impugned order’) passed by the learned Commercial Court, in CS
(COMM) 251 of 2021, whereby the learned Commercial Court has
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allowed the Respondents’/Plaintiffs” Application under Order XXXIX
Rules 1 & 2 of Code of Civil Procedure, 1908 (‘CPC’) and dismissed
the Appellants/Defendants’ application under Order XXXIX Rule 4
CPC, thereby restraining the Appellants and their dealers from
manufacturing, exporting, selling offering for sale advertising,
exhibiting directly or indirectly dealing in goods bearing impugned
mark amounting to infringement of registered trademark of the

Respondent no.1 under no. 3470833 in Class 30 and passing off;

2. The Appellants/Defendants and Respondent no.1/Plaintiff both
are engaged in the business of manufacturing confectionery items
(non- medicated) including the hardboiled sugar candies, chocolates,

lollipops, wafers biscuits etc.

Brief Facts

3. Mahendra Gulwani (Respondent no. 1) is the sole proprietor of
M/s Mahendra Food Products. Respondent no. 2, M/s Kapur
Confectioners, is stated to be the sole distributor appointed by
Respondent no. 1 for Northern Region of India. (hereafter collectively
referred to as ‘respondents’)

4, The respondents claim to be engaged in the business of various
types of confectionary items. From the year prior to 1996, the
respondents claim to be selling their products throughout the country
through its dealers / distributors. It is claimed that the trademark

‘MADHUR’ was adopted by the predecessors of the respondents for
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the confectionery items. Respondent no.l claim to have devised
various trademarks / labels from time to time and have acquired
registration of various trademarks in class 30, including the
trademarks in dispute, which are ‘MADHUR ROSE POP

LOLLIPOPS’ and three-dimensional rose shape in the class 30.

)

Front View Perspective View

Bottom View Top View

5. Respondent no.1 claims that trademark / label has original
artistic works and he have also acquired copyright registration on the
shape of rose.

6. The respondents also claim to have extensively sold their goods
under the trademark in dispute. The sales figure of the confectionary
products including the rose shaped lollipops under the trademark in
dispute, sold by respondents for the year 2020-2021 is claimed to be
%88,89,68,411/-. Respondent no.1, therefore, claims rights over the
distinctive shaped lollipop, in a rose flower shape, where the colour of

rose flower is red and the colour of the stem along with leaves is
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green. They claim to be selling the rose shaped lollipops under the
trademark of ‘Rose Pop’ along with its house mark ‘MADHUR’ with
the word ‘ROSE’ appearing in a red colour font and word ‘POP’
appearing in a green colour font in a distinct style with the word
‘LOLLIPOPSs’ appearing after the words ‘Rose Pop’ with each letter in
a different colour,

7. Respondent no.1 claims to have adopted the distinctive and
novel rose shaped lollipop and the trademark / label ‘Madhur Rose
Pop’ on 15.11.2016. It is claimed that the rose shaped lollipop is
exclusively associated with the respondents.

8. As mentioned above, Respondent no.l claims to be the
proprietor of the registered word mark ‘ROSE POP’, label mark
‘MADHUR ROSE POP LOLLIPOPS’ and three-dimensional shape
mark on a figure of rose, all in class 30. Respondent no.1 also claims
to be registered proprietor of rose shaped lollipop under the Copyright
Act, 1957 and claims that the rose shape of a lollipop is his invention
and nobody prior to him had devised or sold a lollipop in the shape of
a rose.

Q. Respondent no.1 claims to be exclusively using the said marks
since November, 2016 and to have acquired an unimpeachable
reputation. The respondents claim that public and members of trade,
associate the trademark as well as the shape of lollipop being the
design of a rose with Respondent no.1. They also claim to have given
wide publicity to their trademark ‘MADHUR ROSE POP
LOLLIPOPS’ as well as the rose shaped lollipop.
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10. Respondent no.1 also claims to be vigilant about his rights with
respect to the trademark ‘“MADHUR ROSE POP LOLLIPOPS’ and
the rose shaped lollipop. In the year 2018, when Respondent no.1
came to know about the lollipop in the shape of a rose being sold
under the trademark ‘REKHA GULAB LOLLIPOP’, filed a suit being
CS(COMM) 133/2019, wherein an ex-parte interim order was granted
in favour of Respondent no.l. The said suit, however, was later
compromised and a decree was passed in favour of Respondent no.1.
Respondent no.1, in the month of January, 2021, came to know about
the availability of a Lollipop in a shape of Rose under the mark / label
‘SWEET ROSE LOLLIPOP’ being sold by the appellants. A notice
dated 19.01.2021 was sent by Respondent no.1 asking the appellants’
to cease and desist from manufacturing the lollipop in a shape of a
rose and also claiming that the trademark / label ‘SWEET ROSE
LOLLIPOP’ is deceptively similar to its trademark / label ‘“MADHUR
ROSE POP LOLLIPOPS’.

11. The appellants replied to the said notice and also filed an
application for rectification of Respondent no.1’s trademark
registration in shape of a rose in class 30. The respondents claim that
the use of identical shape of lollipop by the appellants is bound to
cause confusion amongst the purchasing public, which are likely to be
misled into thinking that the appellants’ goods originate from the same
source as that of the respondents. It is, thus, claimed that the present
case is a case wherein, the marks are identical and are used in respect

of identical goods sold/distributed through the same trade channels.
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This led the respondents to file the instant suit being CS (COMM)
251/2021.

12.  For the ease of reference, the conflicting marks are reproduced
as under:

Source | Appellants’ UNICON  SWEET | Respondents” MADHUR
ROSE label ROSE POP label

Suit

Samples

Product

samples
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The learned Commercial Court, by the impugned order dated

CPC and restrained the appellants from:

14,

appellants’ product being

Manufacturing, exporting, selling, offering for sale,
advertising, exhibiting, directly or indirectly dealing
in the goods bearing the shape of rose in class 30;
Manufacturing, exporting, selling, offering for sale,
advertising, exhibiting, directly or indirectly dealing
under the mark / label ‘SWEET ROSE LOLLIPOP’
or any other identical / deceptively similar
trademark to the Respondent no.l’s trademark
‘MADHUR ROSE POP LOLLIPOPS’;

The appellants were also restrained from
manufacturing, exporting, selling, offering for sale,
advertising, exhibiting, directly or indirectly dealing
in goods, lollipops etc. and other cognate / allied
goods such as chocolates, Cookies, Toffee and
Confectionery items under the

packaging = package or any other
identical / deceptively similar any other packaging
which is identical /deceptively similar to the
Respondent no.1’s packaging.

The learned Commercial Court held that the shape of the

FAO (COMM) 199/2021
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shape of respondents’ product being ; the mark ‘SWEET
ROSE LOLLIPOP’ is deceptively similar to the trademark
‘MADHUR ROSE POP LOLLIPOP’; the packaging

“is  deceptively  similar to  packaging

15. The learned Commercial Court held that the appellants had
recently launched their rose shaped lollipop and were earlier selling /
marketing lollipops of different shape(s).

16. The learned Commercial Court held that the mark ‘Rose’ is
common and cannot be monopolised. However, it held that the
respondents have only claimed their rights in respect of the rose
shaped lollipop, which has a striking similarity with the rose shaped
lollipop being manufactured by the appellants, and has a likelihood of
causing confusion / deception among the purchasing public and users
of the same. The learned Commercial Court also relied upon an order
dated 01.06.2018 passed by learned Single Judge this Court in the case
of Ferrero Spa & Ors. v. Mr. Kishor J. Savlani & Ors : CS
(COMM) No. 966/2018, to hold that the protection to the trademark is
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to be granted when the plaintiff claims the exclusivity over the shape
of a product.

17.  The learned Commercial Court also held that the packaging of
the products has a striking similarity. The Court observed that
comparison of the packaging shows that the appellants have copied
many features of the respondents’ label, including the artistic work
rose, and the same cannot be a co-incidence or an honest adoption.

18. In regard to the contention that the respondents have obtained
the registration in respect of a rose shape illegally, the Court held that
the same is pending consideration before the Trademark Registry, and

no observations could be made by the Court at that stage.

Submissions

19. The learned counsel for the appellants vehemently contended
that the marks ‘UNICON SWEET ROSE’ and ‘MADHUR ROSE
POP LOLLIPOPS’, when compared as a whole, are not remotely
similar and the only common element in both the marks is the word
‘Rose’.

20. He submitted that the learned Commercial Court itself had
categorically noted that the word ‘Rose’ is a common word and cannot
be monopolised by anyone.

21. He submitted that the packaging of both the products is
dissimilar, and is demonstrably different in all respects, including
colour scheme, elements, shape, arrangement of features and get up

etc.
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22. He further submitted that the respondents cannot claim
exclusivity over the rose shaped lollipops, which have been in the
market for decades prior to the respondents’ claim of adoption in
November, 2016. Even otherwise, the shape being adopted by the
appellants is completely different from the shape used by the
respondents for their lollipops. He submitted that in the appellants’
lollipops, the stem is much longer and does not have any leaves.

23.  He further submitted that the learned Commercial Court erred in
rejecting the contention that the rose shape is common to trade and is
used by several entities. The material placed on record demonstrate
that the rose shape lollipop is a common product and is sold on
various e-commerce websites by many confectionery sellers in India
and overseas. He relied upon the photographs of third party rose
shaped lollipops, e-commerce websites commercially selling rose
shaped lollipops in India, invoice showing purchase of rose shaped
lollipops etc., to contend that there is no novelty in a confectionery
being made, in shape of a ‘Rose’. He further submitted that even if,
the same is registered, the party in whose favour registration is
granted, cannot claim more than what has been granted to it.

24. It is, thus, contended that the shape being generic, cannot be
monopolised by the respondents. The learned counsel relied upon the
decision of the Hon’ble Apex Court in the case of Skyline Education
Institute (India) Private Limited v. S.L. Vaswani & Anr : (2010) 2
Supreme Court Cases 142 and the decision of this Hon’ble Court in
the case of Bhole Baba Milk Food Industries Limited v. Parul Food
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Specialities (P) Ltd.: ILR (2011) DELHI 317, in support of his
arguments that the party using a mark, which is common to trade,
bears the risk of it being used by others.

25. He vehemently contended that Respondent no.1 did not invent
the rose shaped lollipop but merely got the same registered in his
favour. He submitted that an appropriate application for rectification
has already been filed, which is pending before the Trade Mark
Registry. He also relied upon the WhatsApp chats and the invoices
issued prior in time in order to show that the rose shape in respect of a
lollipop, had been adopted by various confectionary manufacturers
and sellers prior to the claim of the respondents.

26. It is contended that there is no distinctiveness in the rose shaped
lollipops and the registration of the trademark was, thus, wrongly
granted and the appellants’ rectification application is liable to be
allowed. For anyone, who claims distinctiveness in a shape, a user for
several years has to be established, whereas the respondents applied
for the registration and claimed to the user from the same date, that is,
in November 2016.

27. In the alternative, it is contended that the respondents at best
would have an exclusive right in the specific shape being
demonstrated in the registration certificate and no monopoly can be
claimed in respect of all shapes of a rose. The shape being adopted by
the appellants is not at all similar with the shape of the respondent’s

product.
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28.  He further submitted that the learned Commercial Court further
erred in holding that the appellants’ mark ‘UNICON SWEET ROSE’
Is deceptively similar to Respondent no.1’s mark ‘MADHUR ROSE
POP LOLLIPOPS’. He submitted that the only common element in
both marks is the word ‘Rose’, which even as per the learned
Commercial Court, cannot be monopolised by anyone. Thus, minus
the word ‘Rose’, the marks used by the parties, by no stretch of
imagination, can be perceived as similar.

29. He further submitted that the packaging being used by the
appellants also cannot be termed similar to the packaging being used
by Respondent no.1 for his lollipops. He submitted that the packaging
being used by parties, that is, a box with a transparent top showing the
lollipop is being used virtually by all manufacturers and sellers of
lollipops. The colour scheme, element, shape, layout, get up etc. in
both the packaging is otherwise not similar.

30. It is lastly contended that the respondents had supressed the
material facts from the learned Commercial Court, which disentitles
them from any interim relief — the respondents did not file the copy of
the cancellation petition filed by the appellants against their
registration of shape of ‘Rose’; and also, did not place on record the
reply sent by the appellants to the notice dated 19.01.2021.

31. The learned counsel for the respondents, on the other hand,
submitted that the learned Commercial Court, after considering the
material facts, has rightly passed the impugned order injuncting the

appellants from manufacturing / selling the products with the
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impugned trademark. He submitted that it is an admitted fact that the
registration of shape of a ‘Rose’ was granted in favour of Respondent
no.1l, which entitles the respondents for an order of injunction against
a party using similar trademarks without any authority.
32. He submitted that the appellants are not allowed to question the
validity of the registration in the present proceedings and the Court
has rightly passed an appropriate order on the basis of the registration
being in favour of Respondent no.1. The registration of a mark is a
proof of a validity of a right in favour of the respondents. Once it is
admitted that a shape of a product can also be registered as a
trademark, the appellants cannot resist the injunction till such time the
registration is valid and subsisting. Any registration granted in favour
of a party is prima facie evidence of its validity and the registered
trademark cannot be held to be invalid on the ground that the same
was not registrable under Section 9 of the Trade Marks Act, 1999.
33. He further submitted that the appellants have given no
reasoning for adoption of an identical shape of a rose for their product.
He stated that the appellants had, at no stage prior to the present suit,
opposed the grant of registration of the rose shaped lollipop in favour
of Respondent no.1.
Analysis
34. The learned Commercial Court has restrained the appellant
from;

(1) Manufacturing, selling and marketing the lollipops with a

shape of rose;
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(i) Manufacturing, selling and marketing its products with a
trademark ‘UNICON SWEET ROSE’ holding it to be prima
facie similar to the trademark used by the respondent ‘MADHUR
ROSE POP LOLLIPOPS’; and

(i)  Manufacturing, selling and marketing etc. the

confectionary items under the packaging

holding it to be deceptively similar to the packaging used by the

respondent being
35. Since the three injunctions have been granted, we would be
dealing with each one of them separately.

36.  Whether the appellants’ manufacturing / selling / marketing

its product ‘lollipop’ in the shape of Rose amounts to

infringement of the trademark belonging to the respondent being

36.1 The learned Commercial Court, in the present case, granted the

interim injunction prima facie holding that the shape of the product
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made by the appellants is identical to the shape of the product
manufactured by the respondents.

36.2 The respondents, having the shape registered as trademark, are
held to be entitled for an order of injunction.

36.3 It is not disputed that the product, being manufactured /
marketed / sold by both the parties, is confectionary item being
‘lollipop’.

36.4 It is a trite law that in any action for infringement of the
trademark, the first and foremost test to be satisfied is the test of
similarity between the two marks. The Court has to consider not only
the appearance or the phonetics of the marks but also the goods in
respect of which they are used, the nature of consumers who are likely
to buy those goods, the intent of the user in adopting the mark, and
also the number and nature of similar marks in use, in respect of
similar goods in the same class.

36.5 The Court also has to consider the nature and extent of any
actual confusion and the stretch of time during which the mark has
been used and the extent to which the user has a right to exclude
others from the use of its mark in respect their goods.

36.6 Under the Trade and Merchandise Marks Act, 1958, the
definition of the word ‘mark’ did not include the shape of goods,
however, under the Trade Marks Act, 1999, the trademark protection
was extended to features such as shape of goods, packaging, sound,

smell and combination of colours amongst others as long as they fulfil
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the function of a trademark which is essentially the source
identification.

36.7 As per the provisions under the Trade Marks Act, 1999, the
shape of the product is now protected as long as the same is
identifiable with the source of the product. The same is held to be
registrable if it has acquired a secondary meaning.

36.8 It is now settled that in order for a shape to be registered as a
trademark, it has to be shown that the shape is not the generic shape of
the product, rather has a distinct shape, which associates the mark with
the source without adding anything further like a name or a logo.

36.9 A Single Judge of this Court in the case of Knitpro
International v. Examiner of Trade Marks through Registrar of
Trade Marks: 2022:DHC:2631, while analysing the law in relation to
the shape of a product being claimed as a trademark held as under:

“13.  Thus, the settled legal position is that in order for a
shape trademark to be registered, it has to be shown that the
said shape is not the generic shape of the product. It has to be a
distinctive shape that associates the mark with the source by
itself without anything further like a name or logo appended on
it. The shape must have lost its inherent or generic meaning and
ought to have acquired a secondary connotation. The standard
of distinctiveness required to be acquired would be quite high.”

36.10 Respondent no.l, in the present case, admittedly claimed to
have adopted the shape of a ‘Rose’ in respect of their product in the
year 2016, when he applied for its registration. It is not a case where
the respondents claimed distinctiveness to the shape of the product on

account of using the same for considerable period of time. It is pointed

FAO (COMM) 199/2021 Page 16 of 31



VERDICTUM.IN

2023:DHC: 5982-DE

out that in an objection raised by the Trademarks Registry under
Section 9(1)(a) of the Trade Marks Act, 1999, the respondents had
replied by saying that there is no conflicting mark to the said
trademark and the objection be waived. It is not the case of the
respondent that at the time of registration, the shape adopted by them
has lost its inherent or generic meaning but had acquired
distinctiveness because of its long user.

36.11 The reliance placed by the respondents on the judgment by the
Bombay High Court in the case of Lupin v. Johnson and Johnson:
2015(61) PTC1 (Bom), is also misplaced. The Bombay High Court
in the facts of the said case, had held that at the interlocutory stage, the
Court was not required to call upon the plaintiff to prove that the
registration of its trade mark was not invalid. It was, however, held
that the jurisdiction of Civil Court is not completely barred. The
Court is not embarking upon the inquiry whether the registration
granted is illegal or fraudulent, but, in the present case, is examining
whether on the material as produced, ex facie, entitles the plaintiff for
an order of injunction. Even though the same requires a high
threshold, however, the Court can, prima facie, consider the question
of the validity for the limited purpose of arriving at a prima facie
conclusion, whether the injunction ought to be granted on the basis of
the registered trade mark. There is no cavil as far as the ratio of the
judgment relied upon by the respondent in that respect.

36.12 The appellants have produced enough material which, prima

facie, shows that it is not only the parties in the present case, but many
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other manufacturers who have been manufacturing and marketing the
lollipops in the shape of a flower and more particularly of a rose. The
material produced by the appellants include the queries raised with the
manufacturers abroad much prior to the claim made by the
respondents of having adopted the said shape and also copy of the
invoices evidencing the sale of rose shaped lollipop. In addition, the
appellants have material produced material downloaded from the
internet which is not denied by the respondent. The same shows the
extensive use of shape of a ‘Rose’ in respect of a lollipop and other
confectionary items. The material produced cannot be discarded, at
this stage, specifically in the absence of any denial.

36.13 It is correct, that any objection in regard to the registration
obtained by the respondent would be looked into by the Trademark
Registry, however, the same can be, prima facie, looked into for the
purpose of considering whether an interim injunction is required to be
issued on the basis of the registration.

36.14 From the bare perusal of the material produced, it is observed
that the shape of a flower and also of a ‘Rose’ in confectionary items
IS generic in nature, which is extensively used by many manufacturers
dealing in similar type of products.

36.15 The Hon’ble Apex Court, in the case of Skyline Education
Institute (India) Pvt. Ltd. v. S.L. Vaswani & Anr. : (2010) 2 SCC
142, in relation to the use of trademark ‘Skyline’ in respect of an

institute had held as under:
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“26. In our opinion, the findings recorded by the learned Single
Judge and the Division Bench on the crucial factors like prima
facie case, balance of convenience and equity are based on a
correct and balanced consideration of various facets of the case
and it is not possible to find any fault with the conclusions
recorded by them that it is not a fit case for restraining the
respondents from using the word “Skyline” in the name of the
institute established by them. It has not been disputed on behalf
of the appellant that the word “Skyline” is being used as trade
name by various companies/organisations/business concerns and
also for describing different types of institutes/institutions. The
voluminous record produced by the respondents before this Court
shows that in India as many as 117 companies including
computer and software companies and institutions are operating
by using the word “Skyline” as part of their name/nomenclature.
In the United States of America, at least 10 educational/training
institutions are operating with different names using “Skyline” as
the first word. In the United Kingdom also two such institutions
are operating. In view of this, it is not possible to agree with the
learned counsel for the appellant that Skyline is not a generic
word but is a specific word and his client has right to use that
word to the exclusion of others. ”

36.16 The Hon’ble Apex Court had recognised that the mark is being
used by many companies in India and abroad and the plaintiff in that
case was not allowed to monopolise the mark, which was used in a
generic manner by many other entities.

36.17 The other aspect, which cannot be lost sight of, is that the
shapes of the products being used by both the parties are not identical.
Whether the same can be termed as similar only because both are in
shape of a ‘Rose’, in the present case, is doubtful.

36.18 The shape being used by the Respondent no.l is altogether
different from the shape being used by the appellants in their product.
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The stem being used by the appellants is longer and does not have any
leaf whereas the respondents’ product has a short stem with leaves.
The shape of flower is also different. It is not apposite to compare the
shape of the competing marks by juxtaposing them side by side. The
Court has to ascertain on a prima facie basis whether the overall
commend impression of the competing marks/ products is the same
from the standpoint of a person of average intelligence and imperfect
recollection.

36.19 Prima facie, appellant’s product is not similar to Respondent
no.1’s trademark on the anvil of the aforesaid standard. It is relevant
to note that the shape registered in favour of the appellant is a distinct
three-dimensional shape. The perusal of the shape makes it clear that
the same can be termed as similar only if we call all flowers to be
similar in shape. The registration in favour of Respondent no.1 is of a
particular shape of a rose and not of flowers in general.

36.20 The party having registration in one mark / shape cannot be
allowed to monopolise each and every variant of the said shape only
because both happened to be flowers. If that argument is accepted then
the respondents would be entitled to seek injunction against every
manufacturer who wants to manufacture a confectionary in a shape of
a flower.

36.21 A party, who takes a risk of getting a registration of a generic
word or a shape, runs a risk of the same being used by others.

36.22 At the same time, it is not in doubt that even a generic or a

commonly used word / shape / mark is entitled for protection if the
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same has acquired distinctiveness because of the long usage. In the
case of Ferrero Spa and Ors. v. Mr. Kishor J. Salvani and
Ors.(supra), the Court had restrained the defendant from
manufacturing / marketing / selling the confectionary in the shape of
an egg. The plaintiff was able to prima facie establish that because of
the long usage over the decades, the shape had acquired a secondary
meaning and is identified with the plaintiff’s product.

36.23 The reliance placed by the learned counsel for the respondent in
the case of Ferrero Spa and Ors. v. Mr. Kishor J. Salvani and Ors.
(supra), in respect of its case is misplaced. The plaintiff, in the said
case, had sought injunction against the defendants from using the
deceptively similar shape, that is, egg shaped chocolates, of the
product. It was held that the plaintiff’s product ‘egg shaped chocolate’
is a well-known product in the shape having acquired distinctiveness
because of its long use over the decades.

36.24 In the case of Ferrero Spa and Ors. v. Vijendra Kumar Jain
and Anr.. CS(COMM) 572/2016 dated 18.05.2016; Ferrero Spa and
Ors. v. Sunil Gureja and Ors.: CS(OS) 2727/2012 dated 07.09.2012;
and Ferrero Spa and Ors. v. Kamco Chew Food Private Limited and
Ors.: CS(COMM) 179/2019 dated 18.12.2019, the learned Single
Judge of this Court had granted injunction in favor of the plaintiff(s)
noting that the user of the product of a particular shape over the
decades has acquired goodwill and reputation all over the world and

has acquired a status of a well-known trade mark.
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36.25 The reliance placed on the judgment passed by the District
Court of United States, California in Morroccanoil, Inc. v. Mare
Anthony Cosmetic, Inc.: 57 F. Supp. 3d 1203 (C.D. Cal. 2014); and
the judgment passed by the Court of Session in Scotland in Boord &
Son v. Thom and Cameron Ld.- Thom and Cameron Ld. v. Boord &
Son.: (1907) 24 RPC 697, are also misplaced. In the case of
Morroccanoil, Inc. v. Mare Anthony Cosmetic, Inc. (supra), the
Court had held that the determination that a trade mark has become
generic requires persuasive and clear evidence that the same has
become generic amongst the majority of the buyer group. In the case
of Boord & Son v. Thom and Cameron Ld.- Thom and Cameron
Ld. v. Boord & Son. (supra), the Court had held that the use of the
mark by third party outside a common market place was not relevant.
36.26 The reliance on the judgment passed by the Hon’ble Apex Court
in Corn Products Refining Co. v. Shangrila Food Products Ltd.
:AIR 1960 SC 142, is also misplaced. The Hon’ble Apex Court, in
the said case, had held that the party taking the defense of ‘common to
trade’ has to show that the mark is in extensive use in the market. The
matter had reached the Hon’ble Supreme Court after the trial. The
Hon’ble Court noted that the respondent had led no evidence as to the
user of the mark being common. It was also noted that the presence of
the mark in the Register does not prove its user at all.

36.27 In the present case, in our opinion, the respondents have not
been able to show the usage of such nature which would make the

mark/ shape as distinctive and having acquired a secondary meaning.
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On the other hand, there is enough material that has been produced by
the appellants which, prima facie, shows that the product / lollipop is
being manufactured / sold in a shape of a ‘Rose’ / flower from prior in
time by many manufacturers.

36.28 With the advancement of technology and the products being
offered for sale from all over the world, one cannot be oblivious of
market trends and practices in the global market place. The advent of
e-commerce platform cannot be ignored. In the present case, the
appellant has produced not only the screen shots from internet search
engine result pages but also material to show that rose shaped
lollipops were sold in India. There are videos available on the internet
showing the recipes for making rose shaped lollipops and
confectionary. In face of this overwhelming material, the respondents
were required to cross a very high threshold to succeed in their case
that use of rose shapes for lollipops is infringing one.

36.29 The judgment passed by the Hon’ble Supreme Court in the case
of Hewlett Packard India Sales Private Limited v. Commissioner of
Customs (Import), Nhava Sheva and Lenovo (India) Private Limited
v. Commissioner of Customs (Import), Nhava Sheva : (2023) 7 SCC
799, is also of no aid to the respondent. In the said case, the
adjudicating authority of the Customs Department had relied upon the
online sources such as Wikipedia, to reach a conclusion that the goods
produced by Hewlett Packard and Lenovo were portable in nature and
classified under “Tariff Item 8471 30 10”. The Hon’ble Supreme

Court in said circumstances had held that the adjudicating authority
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was wrong in relying upon such material. The Court held that the
material may have been downloaded from treasure trove of knowledge
but the same is based on crowd-sourced and user-generated editing
model that cannot be completely depended upon.

36.30 In the present case, the material relied upon by the appellant
consist of results yielded by Google search and the data taken out from
YouTube.com. The same is not denied by the respondent. In the
absence of any denial, the same, in our opinion, can be looked into by
the Court to reach a prima facie conclusion.

36.31 The reliance on the judgment Pankaj Goel v. Dabur India Ltd:
2008:DHC:1941-DB, is also not helpful to the respondents. This
Court, in the facts of that case, had held that delay being a defence,
would not be available if the defendant’s conduct is fraudulent. The
Court, in that case, had found that the adoption of similar marks was
dishonest.

36.32 It was also held that the defendant has not been able to show
that the word ‘MOLA’ is common to trade and that the plaintiff was
not expected to sue for minor infringement, that may not be affecting
the plaintiff.

36.33 In the instant case, the appellants have shown that they had been
raising queries and has, in fact, bought confectionary / lollipop in the
shape of a ‘Rose’ from manufacturer(s) outside India. And, that trade
queries were being raised prior in time than the adoption of the mark
by the Respondent No.1. Prima facie the use of the mark by the

appellants cannot be, construed as fraudulent.
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36.34 The reliance of the respondents on the case of Godfrey Philips
India Ltd. V. Girnar Food and Beverages Pvt. Ltd: (2004) 5 SCC
257, is also not material. The Hon’ble Apex Court, in the said case,
had observed that the descriptive marks are also entitled for protection
if they acquire a secondary meaning and identity a particular product
with a particular source.

36.35 In the present case, the respondents have not been able to, prima
facie, show that the lollipop / confectionary in the shape of a ‘Rose’
has acquired a secondary meaning, and that the shape is identified
with Respondent no.1.

36.36 The appellants, on the other hand, have been able to, prima
facie, show that the product, that is, lollipop is being manufactured by
many manufacturers all over the world.

36.37 The respondents also relied upon National Bell Co. and Gupta
Industrial Corporation v. Metal Goods Mfd. Co. (P) Ltd. And Ors.:
AIR 1971 SC 898, to contend that when a person gets his trademark
registered, he acquires a valuable right and he is entitled to protect his
mark by an action of infringement in case of use of an identical or
deceptively similar trademark.

37. In the present case, as discussed above, the marks of the
Respondent no.1 cannot be held to be identical or deceptively similar
to the marks being used by the appellants. The only similarity is that
both shapes are that of a flower. The same, however, cannot be termed

as deceptive in the facts of the present case.
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37.1 Considering the fact that the shape of the ‘Rose’ / flower being
used by the appellant is not similar to the shape of a ‘Rose’/ flower
being used by the respondent, the learned Commercial Court, in our
opinion fell in error in restraining the appellants/ defendants from
manufacturing / marketing / selling their product in shape being used
by them.

37.2 Considering the aforesaid and the fact that there are many
manufacturers and sellers which have been making and selling the
lollipops in the shape of a flower or a rose albeit in different
variations, the likelihood of confusion at least prima facie cannot
arise.

37.3 The appellants’/defendants’ also, by the material produced,
along with the written statement has been able to, prima facie, show
that the adoption of the mark is bona fide. The queries being raised by
the appellants from the manufacturers in Hong Kong, prior in time
than the adoption of the shape by the Respondent no.1 is a plausible

explanation of the adoption of the shape/ mark.

38. Whether the mark ‘UNICON SWEET ROSE’ is deceptively
similar to the mark ‘MADHUR ROSE POP LOLLIPOP’

38.1 The learned Commercial Court has also passed an injunction
against the appellant from using the mark / label ‘SWEET ROSE
LOLLIPOP’. The same has been held to be deceptively similar to the
respondent’s trademark ‘MADHUR ROSE POP LOLLIPOPS’.
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38.2 In reaching the prima facie conclusion, the learned Commercial
Court, in our opinion, has failed to give any reasons. The learned court
specifically held that the mark ‘Rose’ is common and cannot be
monopolised, however, failed to give any reason how it felt that the
two marks are deceptively similar.

38.3 It is a settled law that the mark has to be seen as a whole. The
commonality in both marks are the words ‘Rose’ and ‘Lollipop’. In
fact, the mark used by the appellants contains four words, the first
being ‘UNICON’, which is the house name of the appellant and
admittedly the respondent has no objection for its use. The second
word 1s ‘SWEET’, which only describe the quality of the product
being sweet. The same is descriptive and, in any case, is not used in
the mark of the respondent. The third word is ‘ROSE’, the use of
which, even as per the learned Commercial Court, cannot be
monopolised. The fourth word is a ‘LOLLIPOP’, which only
describes the product being a confectionary item commonly known as
lollipop.

38.4 Therefore, the common words in the competing marks are
‘ROSE’ and ‘LOLLIPOP’, which by no stretch of imagination, can be
monopolised by anyone. The mark has to be seen as a whole and, in
our opinion, cannot be termed to be deceptively similar.

38.5 We are unable to concur that the marks are deceptively similar.
Both marks, on the first impression, appears to be descriptive of the

product containing the house name of the parties.
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39. Whether the packaging used by the Respondent No.1 is

deceptively similar to the packaging used by the respondent

39.1 The learned Commercial Court has held both packaging to be
similar and held that the packaging and other features show that the
appellants have copied many features of the Respondent No.1’s
packaging. In our opinion, the learned Commercial Court failed to
give any reason or to mention as to how packaging of the parties, are
held to be prima facie similar to each other.

39.2 The similarity as claimed by the respondents is that the packs
for display of the product being made by the appellants, also contain
the photograph of a ‘Rose’ and mentioning of the word ‘Rose’ in the
packaging. It was also alleged that the top half of the packs being,
transparent displaying the lollipops, is unique to the Respondent
no.1’s packaging.

39.3 As mentioned above, the learned Commercial Court itself held
that no one can be allowed to monopolise the use of the word ‘Rose’.
Therefore, the same, in our opinion, will not entitle the respondents for
an order of injunction. The colour scheme and the placement of words
in both the packages are also different. The colour scheme being
different where the appellant has used yellow colour as dominant
colour of the packaging, whereas the respondent has used blue as a
dominant colour in its packaging.

39.4 The arrangement of features even though if looked into on an

individual basis, may appear similar but their arrangement in the
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packaging, are not similar so as to project a similar overall appearance
of the competing packaging.

39.5 The transparent top half of the packaging for display of the
product also, prima facie, appears to be commonly used by various
entities for the purpose of displaying their product. The appellants
have produced enough material to show that the similar kind of
packaging is used by many manufacturers for selling their
confectionary items. The main purpose being, to display the items for
the purpose of being seen by the consumer.

40. There is another aspect, which cannot be ignored while
considering the competing marks, that is, the words ‘Rose’, ‘Sweet’
and ‘Lollipop’, are essentially descriptive and indicate the kind,
quality, or other characteristics of the product. Section 30(2)(a) of the
Trade Marks Act, 1999, categorically provides that a trademark is not
infringed where the same is used in relation to goods or services
indicating the kind, quality, quantity, intended purpose, value, etc of
such goods or services.

41. It is well settled that an Appellate Court would normally not
interfere with a, prima facie, view of the Trial Court unless it finds
that the Trial Court has exercised the jurisdiction arbitrarily,
capriciously or in ignorance of the settled principle of law. In this
case, we find that the learned Commercial court has erred in finding
that the competing marks are similar only on the basis that shape of
both the products is that of a rose flower. The learned court failed to

give any reason for holding albeit prima facie that the mark / label
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‘SWEET ROSE LOLLIPOP’ is deceptively similar to the mark
‘MADHUR ROSE POP LOLLIPOP’ despite holding that no one can

monopolise the word ‘Rose’.

42. In view of the above, we are of the opinion that the learned

Commercial court was not correct in holding that the shape of the

appellants’ product being Is identical to the shape of

respondents’ product being " ® " : the mark ‘SWEET ROSE
LOLLIPOP’ is deceptively similar to the trademark ‘MADHUR

ROSE POP LOLLIPOPS’; the packaging e IS

deceptively similar to packaging

43. In view of the above, the impugned judgment is set aside.
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44.  We make it clear that the observations made in the present order
are only, prima facie, for the purpose of interim relief granted under
Section 39 (1) & (2) of the CPC.

AMIT MAHAJAN, J

VIBHU BAKHRU, J

DECEMBER 14, 2023
“SK” | KDK/ “SS”/HK
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